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REMARKS 

This response is intended as a full and complete response to the Final Office 
Action mailed December 1 , 2006. 

Claims 70-168 are pending in the application of which claims 100-168 are 
rejected and claims 70-99 withdrawn. Claims 100, 116-118, 121, 149 r 156, 158, 159, 
163, 166 and 168 are amended. Claim 140 is cancelled. 

In view of the above amendments and the following discussion, Applicants 
submit that none of the claims now pending in the application are anticipated or obvious 
under the respective provisions of 35 U.S.C. §§102 and 103. Moreover, the Applicants 
respectfully submit that the amendments do not necessitate a new search because they 
merely incorporate limitations of dependent claims that were already considered by the 
Examiner in the previous searches. Thus, Applicants believe that all of these claims are 
now in allowable form. 

It is to be understood that Applicants do not acquiesce to the Examiner's 
characterizations of the art of record or to Applicants' subject matter recited in the 
pending claims. Further, Applicants are not acquiescing to the Examiner's statements 
as to the applicability of the art of record to the pending claims by filing the instant 
response including amendments. 

Applicants traverse all of the rejections in the Office Action mailed December 1. 
2006 and respectfully request reconsideration and passage of the claims to allowance 
for the following reasons. 

I- CLAIM OBJECTIONS 

Applicants note that the Examiner has renumbered mis-numbered claims 1-69 as 
claims 100-168; their dependencies have also been renumbered. Applicants' claims in 
this response reflect such renumbering. 

II. REJECTIONS UNDER 35 U.S.C. 102 

The Office Action rejected claims 121-124, 127, 131-136, 141, 144-146, 149, 
151, 153, 155, 156, 158, 163 and 166-168 under 35 U.S.C. §102(a/e) as being 
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151, 153, 155, 156, 158, 163 and 166-168 under 35 U.S.C. §102(a/e) as being 
anticipated by U.S. Patent No, 6,088,722 to Herz et al. ("Heir"). Applicants respectfully 
traverse the rejection. 

To anticipate a claim, the reference must teach every element of the claim. Herz 
fails to teach every element of each claim for at least the following reasons. For 
example, Herz fails to teach erasing the gathered user-requested content information 
from iTV interactions after developing the profile of the user . Specifically, Applicants' 
independent claim 121 recites "A method of profiling iTV users, comprising: providing 
profiles on a plurality of iTV programs; monitoring which of said plurality of iTV 
programs a user accesses; developing a profile of the user based only on the profiles of 
the iTV programs accessed by the user, and erasing the gathered user-requested 
content information from iTV interactions after developing the profile of the user ." 
Consequently, in an exemplary embodiment of the present invention the privacy of a 
user may be protected. (See Applicants' specification, p. 26, II. 16-20.) Independent 
claims 149, 156, 158, 163, 166 and 168 contain similar limitations. 

Herz fails to teach or suggest erasing the gathered user-requested content 
information from iTV interactions after developing the profile of the user . The Examiner 
concedes this in the Office Action. (See Office Action, p. 19, II. 15-16.) However, the 
Examiner takes Official Notice and alleges that erasing records is well known in the art. 
(See Id, at II. 16-17.) The Applicants respectfully disagree. 

Under MPEP 2144.03, the board cannot rely on conclusory statements when 
dealing with particular combinations of prior art and specific claims, but must set forth 
the rationale on which it relies. In re Lee . 277 F.3d 1338, 1344-45, 61 USPQ2d 1430, 
1434-35 (Fed. Cir. 2002), emphasis added. The Applicants respectfully submit that it 
may not be well known to combine the allegedly well known apparatuses and/or 
methods with other apparatuses and/or methods recited in the respective claims or in 
other claims from which the respective claims may depend. 

For example, erasing the gathered user-requested content information from iTV 
interactions after developing the profile of the user in combination with providing profiles 
on a plurality of iTV programs, monitoring which of said plurality of iTV programs a user 
accesses and developing a profile of a user based only on the iTV interactions may not 
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be well known. To illustrate, some may permanently save the gathered user-requested 
content information to serve as a back-up where redundancy, rather than privacy, is a 
priority. 

Therefore, the Examiner is respectfully requested to provide documentary 
evidence to substantiate each Official Notice (see MPEP 2144.03(C)). Without this 
documentary evidence, the Applicants respectfully submit that the Official Notices must 
be withdrawn. 

Independent claims 149, 156, 158, 163, 166 and 168 contain similar limitations 
and are patentable over Herz under §102 for at least the same reasons that claim 1 21 
is patentable over Herz under §102. Claims 122-124, 127, 131-136, 141, 144-146, 
151, 153, 155 and 167 depend, directly or indirectly, from claims 121, 149 and 166, 
respectively, and, thus, inherit the patentable subject matter of claims 121 , 149 and 
166, while adding additional elements. Therefore, claims 122-124, 127, 131-136, 141, 
144-146, 151, 153, 157 and 167 are also patentable over Herz under §102. Therefore, 
the rejection should be withdrawn. 

III. REJECTIONS UNDER 35 U.S.C. 103 

A. Claims 100-103. 108-110, 116, 117, 129, 130, and 150 

The Office Action rejected claims 100-103, 108-110 T 116, 117, 129, 130, and 
150 under 35 U.S.C. §1 03(a) as being unpatentable over Herz in view of U.S. Patent 
No. 5,659,350 to Hendricks et aL ("Hend ricks"). Applicants respectfully traverse the 
rejection. 

To establish a prima facie case of obviousness, three basic criteria must be met. 
First, there must be some suggestion or motivation, either in the references themselves 
or in the knowledge generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references when combined) 
must teach or suggest all the claim limitations. See MPEP §2143. 

The Office Action failed to establish a prima facie case of obviousness, because 
the combination of Herz and Hendricks fails to teach or suggest all the claim elements 
for at least the following reasons. For example, the combination fails to teach erasing 
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the gathered u ser-reque sted content information from iTV interactions after developing 
the profile of the user. Specifically, Applicants' independent claim 100 recites "A 
method for profiling iTV user, comprising: gathering user-requested content information 
from iTV interactions; correlating content-associated profile information from a rating 
service with the user-requested content information; developing a profile of a user 
based on developing a profile of a user based only on the iTV interactions; and erasing 
the gathered u ser-reauested content information from iTV interactions after developing 
the profile of the user ." 

As discussed above, Herz fails to teach or suggest erasing the gathered user- 
requested content information from iTV interactions after developing the profile of the 
user . The Examiner concedes this in the Office Action. (See Office Action, p. 19, II. 15- 
16.) However, the Examiner takes Official Notice and alleges that erasing records is 
well known in the art. {See Id. at II. 16-17.) 

Under MPEP 2144.03, the board cannot rely on conclusory statements when 
dealing with particular combinationg of prior art and specific claims, but must set forth 
the rationale on which it relies. In re Lee . 277 F.3d 1338, 1344-45, 61 USPQ2d 1430, 
1434-35 (Fed. Cir. 2002), emphasis added. The Applicants respectfully submit that it 
may not be well known to combine the allegedly well known apparatuses and/or 
methods with other apparatuses and/or methods recited in the respective claims or in 
other claims from which the respective claims may depend. 

For example, erasing the gathered user-reouested content information from iTV 
interactions after developing the profile of the user in combination with gathering user- 
requested content information from iTV interactions, correlating content-associated 
profile information from a rating service with the user-requested content information and 
developing a profile of a user based only on the iTV interactions may not be well known. 
To illustrate, some may permanently save the gathered user-requested content 
information to serve as a back-up where redundancy, rather than privacy, is a priority. 

Therefore, the Examiner is respectfully requested to provide documentary 
evidence to substantiate each Official Notice (see MPEP 2144.03(C)). Without this 
documentary evidence, the Applicants respectfully submit that the Official Notices must 
be withdrawn. 
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Independent claims 1 16 F 1 17 and 118 contain similar limitations and are 
patentable over Herz and Hendricks under §103 for at least the same reasons that 
claim 100 is patentable over Herz and Hendricks under §103. Claims 101-103 and 
107-110 depend, directly or indirectly, from claim 100 and, thus, inherit the patentable 
subject matter of claim 100, while adding additional elements. Therefore, claims 101- 
103 are also patentable over the combination of Herz and Hendricks under §103. 

Furthermore, as discussed above, independent claims 121 and 149 are 
patentable over Herz. Claims 129, 130 and 150 depend, directly or indirectly, from 
claims 121 and 149, respectively, and thus, inherit the patentable subject matter of 
claim 1 ? while adding additional elements. Therefore, claims 129, 130 and 150 are also 
patentable over the combination of Herz and Hendricks under § 103. Therefore, the 
rejection should be withdrawn. 

B. Claims 104-107 

The Office Action rejected claims 104-107 under 35 U.S.C. § 103(a) as being 
unpatentable over Herz and Hendricks in view of U.S. Patent No. 5,223,924 to Strubbe 
("Strubbe"). Applicants respectfully traverse the rejection. 

Claims 104-107 depend, directly or indirectly, from claim 100 and, thus inherit 
the patentable subject matter of claim 100, while adding additional elements. 
Therefore, claims 104-107 are also patentable over Herz under §103. Furthermore, 
because Strubbe fails to teach developing a profile of a user based only on the profiles 
of the iTV programs accessed by the user, claims 104-107 are also patentable over the 
combination of Herz and Strubbe under §103. Therefore, the rejection should be 
withdrawn. 

C. Claims 111-115 

The Office Action rejected claims 111-115 under 35 U.S.C. §1 03(a) as being 
unpatentable over Herz in view of U.S. Patent No. 5,848,396 to Gerace ("Gerace"). 
Applicants respectfully traverse the rejection. 

Claims 111-115 depend, directly or indirectly, from claim 100 and, thus inherit 
the patentable subject matter of claim 100, while adding additional elements. 
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Therefore, claims 1 1 1 -11 5 are also patentable over Herz under §1 03. Furthermore, 
because Gerace fails to teach developing a profile of a user based only on the profiles 
of the fTV programs accessed by the user, claims 1 1 1-1 15 are also patentable over the 
combination of Herz and Gerace under §1 03. Therefore, the rejection should be 
withdrawn. 

D. Claim 118 

The Office Action rejected 118 under 35 U.S.C. §1 03(a) as being unpatentable 
over Herz in view of Hendricks. Applicants respectfully traverse the rejection. 

Independent claim 118 contains similar limitations and is patentable over Herz 
and Hendricks under §103 for at least the same reasons discussed above that claim 
100 is patentable over Herz and Hendricks under §103. Therefore, the rejection should 
be withdrawn. 

E. Claim 119 

The Office Action rejected claim 1 19 under 35 U.S.C. §1 03(a) as being 
unpatentable over Herz and Hendricks in view of Strubbe. Applicants respectfully 
traverse the rejection. 

Claim 119 depends from claim 1 1 8 and, thus inherits the patentable subject 
matter of claim 118, while adding additional elements. Therefore, claim 1 19 is 
patentable over Herz and Hendricks under §103. Furthermore, because Strubbe fails 
to teach developing a profile of a user based only on the profiles of the iTV programs 
accessed by the user, claim 1 19 is also patentable over the combination of Herz, 
Hendricks, and Strubbe under §103. Therefore, the rejection should be withdrawn. 

F - Claims 125. 1 26. 128. 140. 142, 143. 148. 152. 154. 157. 159-161. 164. and 
165 

The Office Action rejected claims 125, 126, 128, 140, 142, 143, 148, 152, 154, 
157, 159-161, 164, and 165 under 35 U.S.C. §103(a) as being unpatentable over Herz 
in view of numerous Official Notices. Applicants respectfully traverse the rejection. 
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As discussed above, Under MPEP 2144.03, the board cannot rely on conclusory 
statements when dealing with particular combinations of prior art and specific claims, 
but must set forth the rationale on which it relies. In re Lee . 277 F.3d 1 338, 1344-45, 
61 U$PQ2d 1430, 1434-35 (Fed. Cir. 2002), emphasis added. The Applicants 
respectfully submit that it may not be well known to combine the allegedly well known 
apparatuses and/or methods with other apparatuses and/or methods recited in the 
respective claims or in other claims from which the respective claims may depend. For 
example, presenting program recommendations in the form of a program guide that 
presents the user's favorite programs list (as opposed to a numerical order) in 
combination with providing profiles on a plurality of iTV programs, monitoring which of 
said plurality of iTV programs a user accesses and developing a profile of a user based 
only on the iTV interactions may not be well known. 

Therefore, the Examiner is respectfully requested to provide documentary 
evidence to substantiate each Official Notice (see MPEP 2144.03(C)). Without this 
documentary evidence, the Applicants respectfully submit that the Official Notices must 
be withdrawn. 

Moreover, claims 125, 126, 128, 140, 142, 143 and 148 depend from claim 121 
and, thus inherit the patentable subject matter of claim 121 , while adding additional 
elements. Therefore, claims 125, 126, 128, 140, 142, 143 and 148 are patentable over 
Herz under §1 02 and §1 03. 

Claims 152 and 154 depend from claim 149 and, thus inherit the patentable 
subject matter of claim 149, while adding additional elements. Therefore, claims 152 
and 154 are patentable over Herz under §102 and §103. 

Claim 157 depends from claim 156 and, thus, inherits the patentable subject 
matter of claim 156, while adding additional elements. Therefore, claim 157 is also 
patentable over Herz under §102 and §103. 

Claim 159 recites "developing a profile of the user based only on predetermined 
profile data of iTV programs accessed by the user," For the same reasons given above 
with respect to claim 121, claim 159 is patentable over Herz under §102 and §103. 
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Claims 160 and 161 depend from claim 159 and, thus inherit the patentable 
subject matter of claim 159, while adding additional elements. Therefore, claims 160 
and 161 are patentable over Herz under §102 and §103. 

Claims 164 and 165 depend from claim 163 and, thus inherit the patentable 
subject matter of claim 163, while adding additional elements. Therefore, claims 164 
and 165 are patentable over Herz under §102 and §103. Therefore, the rejection 
should be withdrawn. 

G. Claims 137-139 and 147 

The Office Action rejected claims 137-139 and 147 under 35 U.S.C. §103(a) as 
being unpatentable over Herz in view of U.S. Patent No. 6,005,597 to Barrett et al. 
("Barrett"). Applicants respectfully traverse the rejection. 

Claims 137-139 and 147 depend from claim 121 and, thus inherit the patentable 
subject matter of claim 121 , while adding additional elements. Therefore, claims 137- 
139 and 147 are patentable over Herr under §102 and §103. Furthermore, because 
Barrett fails to teach developing a profile of a user based only on the profiles of the FTV 
programs accessed by the user, claims 137-139 and 147 are also patentable over the 
combination of Herz and Barrett under §103. Therefore, the rejection should be 
withdrawn. 

H. Claim 162 

The Office Action rejected claim 162 under 35 U.S.C. §1 03(a) as being 
unpatentable over Herz in view of U.S. Patent No. 6,708,335 to Ozer et al. ("Ozer")- 
Applicants respectfully traverse the rejection. 

Claim 1 62 depends from claim 1 59 and, thus inherits the patentable subject 
matter of claim 159, while adding additional elements. Therefore, claim 162 is 
patentable over Herz under §102 and §103. Furthermore, because Ozer fails to teach 
developing a profile of a user based only on the profiles of the iTV programs accessed 
by the user, claim 162 is also patentable over the combination of Herz and Ozer under 
§103. Therefore, the rejection should be withdrawn. 



524416-1 



PAGE 20/21 ' RCVD AT 21112007 9:35:00 AM [Eastern Standard Time]* SVR:USPTO-EFXRF-5J5 ' DNIS:2738300 * CSID H-1 7325309808 * DURATION (mm-ss):0340 



Feb-01-2007 09:31am Frora-Moser, Patterson & Sheridan, LLP - NJ 



+17325309808 



T-701 P.. 021/021 F-828 



Serial No. 09/877,974 

Attorney Docket No.: SEDN/PRED008 

Page 21 of 21 



CONCLUSION 



Applicants believe that the claims are in condition for allowance. Accordingly, 
reconsideration and allowance are respectfully solicited. 

If, however, the Examiner believes that there are any unresolved issues requiring 
adverse final action in any of the claims now pending in the application, it is requested 
that the Examiner telephone Eamon J. Wall or Jimmy Kim at (732) 530-9404 so that 
appropriate arrangements can be made for resolving such issues as expeditiously as 
possible. 



Respectfully submitted, 





Eamon J. Wall, Attorney 
Reg. No. 39,414 
(732) 530-9404 



Patterson & Sheridan, LLP 

595 Shrewsbury Avenue, Suite 100 

Shrewsbury, New Jersey 07702 
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